Application No. 1 0/599,493 Docket No.: 31 329/DP1 346 

Amendment dated September 30, 2008 
Reply to Final Official Action of August 21 , 2008 

AMENDMENTS TO THE DRAWINGS 

The attached sheet of drawings includes changes to Figs. 3 and 5-7. 
The changes include reference numeral 35 for an element of claims 14 and 27 that 
was previously unnumbered in these figures. No new matter is added by these 
amendments. 

Attachment: 3 Replacement sheets 
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Application No. 1 0/599,493 Docket No.: 31 329/DP1 346 

Amendment dated September 30, 2008 
Reply to Final Official Action of August 21 , 2008 

REMARKS 

I. Status of the Application 

Tiiis paper is filed in response to the final official action dated August 
21, 2008, wherein: (a) clainns 14-17 and 19-27 were pending; (b) the drawings were 
objected to under 37 CFR 1 .83(a) for failing to show every feature recited in claims 
23 and 24; (c) claims 14-17 and 19-27 were rejected under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite; (d) claims 14-17, 19, 20, and 22-26 were rejected 
under 35 U.S.C § 103(a) as unpatentable over GB 2250779A to Schuermann, et al. 
("Schuermann"); (e) claim 21 was rejected under 35 U.S.C § 103(a) as unpatentable 
over Schuermann in view of U.S. Patent No. 4,925,237 to Bohn, et al. ("Bohn") and 
U.S. Patent No. 5,310,241 to Omoto, et al. ("Omoto"); (f) claim 27 was indicated to 
be allowable in substance; and (g) the specification was objected to. 

By way of this response, claims 14, 23-25, and 27 are amended. 
Support for the amendments to the claims is found at paragraphs [0026] and [0027] 
and Figs. 3 and 5-7 of the published application, and elsewhere throughout the 
original specification and claims. Thus, claims 14-17 and 19-27 are pending and at 
issue. Reconsideration of the application, as amended, is solicited. 

II. Amendments Proper for Entry 

The accompanying amendments are proper under 37 C.F.R. §1.116 
practice and should be entered because they do not present new issues requiring 
further search or consideration. Specifically, while claim 14 is amended herein to 
recite that the area for receiving the seal is between the projection and "the movable 
roof element" rather than "the front edge," such feature was previously included 
within the scope of claim 14. Particularly, the previous claim 14 recited that the 
movable roof element had the front edge. Further, claims 23 and 24 are amended to 
clarify the previous recitation of "foamed" and "foaming" as being the material out of 
which the projection and peripheral edge are comprised, respectively. Thus, the 
recitation of "foam" in amended claims 23 and 24 was also previously presented. 
Accordingly, the examiner has or should have already searched and considered the 
subject matter of amended claims 14, 23, and 24. Also, claim 27 is amended as 
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suggested by the examiner for allowance to include the limitations of base claim 14. 
Therefore, the amendments should be entered because they overcome the 
rejections set forth in the previous office action, and because they place the 
application in condition for allowance (or in better condition for appeal). 

III. Allowable Subject Matter 

The official action submits that claim 27 would be allowable if rewritten 
to include all of the limitations of the base claims and any intervening claims as 
amended to overcome the rejections under 35 U.S.C. § 1 12. Claim 27 is rewritten to 
overcome the previous § 1 12 rejections of claim 14 (the base claim) and to include 
all of the limitations of that claim. Claim 27 is. therefore, allowable. 

Further, the applicants amend the specification paragraph [0026] to 
include the general recitations of previous claim 27, as supported at least by original 
figures 3 and 5-7. The applicants respectfully request that the objection to the 
specification be withdrawn, as well. 

IV. Drawing Objections 

The official action asserts that the drawings fail to show (a) "the stop 
surface foamed onto the roof element" as recited in claim 23, and (b) "the stop 
surface integrated into the edge foaming" as recited in claim 24. The applicants 
previously amended claims 23 and 24 to recite "a projection" rather than the "stop 
surface." The applicants assume that the official action meant "the projection" rather 
than "the stop surface." By this amendment, the applicants amend claim 23 to recite 
that "the projection is affixed onto the movable roof element, the projection 
comprising foam" and amend claim 24 to recite that "the projection is integrated into 
a peripheral edge foaming of the movable roof element, the peripheral edge 
comprising foam." Thus, as generally recited in amended claims 23 and 24 (as 
supported by paragraph [0027] of the application), the projection and the peripheral 
edge of the movable roof element may comprise foam. The "foam" and "foaming" 
recited in amended claims 23 and 24 refer to construction material for the projection 
and peripheral edge while "the peripheral edge" refers to a portion of the movable 
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roof element. The claimed relationship is clearly illustrated in Figs. 3 and 5-7 of the 
present application. Particularly, paragraph [0027] of the application describes that 
Figs. 3 and 5-7 each show the projection 40 as affixed or integrated into the roof 
element (cover) 16 and that the projection may be formed by covers having 
peripheral foaming, for example, of PU [polyurethane or an equivalent] foam. 
Because the figures show every feature recited in amended claims 23 and 24, 
reconsideration and withdrawal of the drawing objections are respectfully requested. 

V. Claim Rejections Under 35 U.S.C. § 112, second paragraph 

Claims 14-17 and 19-27 were rejected under 35 U.S.C. § 1 12, second 
paragraph, as being indefinite. Claims 14 and 27 are amended to recite that the 
area receives at least a portion of the seal between the projection and the movable 
roof element , rather than between the projection and the front edge of the movable 
roof element, as previously recited. By this amendment, the recitations of amended 
claim 14 more clearly define the previously-recited area. This area is defined 
between the projection and the movable roof element, which is clearly illustrated in 
Fig. 3, for example, as the area occupied by the top portion of the seal 36. Neither 
claim 14 nor 27 requires the recited "area" to separate the projection from the 
movable roof element. Regarding claim 21 , applicants submit that the seal element 
can lie behind the projection within the area defined by claim 14 and illustrated in 
Fig. 3, for example, while simultaneously receiving the same. Further, claim 23 is 
amended to depend from pending claim 14, and claim 14 includes the antecedent 
basis for "the projection" as recited in amended claim 25. Because claims 15-17, 19, 
20, 22-24, and 26-27 depend from claims that are amended to overcome the § 1 12 
rejections, reconsideration and withdrawal of the rejections of claims 14-17 and 19- 
27 under § 1 12, second paragraph are respectfully requested. 

VI. Claim Rejections Under 35 U.S.C. § 103 

A. Claims 14 and 27 

Claims 14 and 27 are amended to more clearly define the area that 
receives at least a portion of the seal element. Particularly, the area recited in 
amended claims 14 and 27 is located between the projection and the movable roof 
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element. The action presents Schuermann as disclosing a projection 1 A that 
receives a portion of a seal. The projection 1 A of Schuermann does not receive the 
seal, but merely engages the seal. Even if the projection 1 A did receive the seal, 
Schuermann does not disclose that the seal is received in an area between an 
angled proiection and a movable roof element as generally recited in amended 
claims 14 and 27. Rather, as the examiner indicates and Figs. 1 and 2 of 
Schuermann illustrate, the projection 1 A merely rests on top of or directly engages 
the seal element. Therefore, Schuermann cannot teach or suggest receiving a seal, 
let alone receiving a seal in an area between a projection and a movable roof 
element. Further, the recitations of claims 14 and 27 are not commonly known. 
Because Scheurmann in view of common knowledge does not teach or suggest 
every limitation of claims 14 and 27, these claims, and claims 15-17 and 19-26 
depending therefrom, are allowable. 

B. Statements of Official Notice 

The official action asserts that the applicants have not challenged 
statements of official notice regarding the characterization of portions of claims 22-24 
and 26 as "common knowledge." However, the applicants amended claims 22-24 
and 26 by the July 7, 2008, Amendment "A" to particularly address the previous 
rejections. Therefore, the present rejections of these claims based in part on 
"common knowledge" are first presented by the present official action and the 
applicants have not been given the opportunity to traverse the statements as applied 
to the current claims. The determination that the applicants have made any 
admission of prior art is improper because it is based on "common knowledge" 
rejections that are first presented by this action. 

The applicants respectfully traverse the characterization of the pending 
claims as including elements taught or suggested by common knowledge. 
Specifically, the applicants traverse the official action's current assertion that the 
monitor recited in claim 26 and the structures recited in claims 22-24 are common 
knowledge in the art. First, the monitor recited in claim 26 cannot be considered 
common knowledge at least because there is no indication that any commonly 
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known monitor includes any of tlie otlier elements included in claim 26. For 
example, the action does not indicate that commonly known monitors evaluate drive 
parameters derived from the drive, turn off and/or reverse the drive when evaluation 
of one or more drive parameters indicates that there is an interfering body between 
the seal element and the projection, or that the monitor is adapted to detect one or 
more parameter of the drive including current consumed by the electric motor drive, 
torque delivered by the drive, number and direction of revolutions of a driven shaft of 
the drive, rpm of the drive and positioning speed of the movable roof element. 
Second, the applicants are unclear as to what structures the action refers that "form 
the edge of the roof panel in a consistent manner across the edge and effectively 
seal" in claims 22-24. In fact, none of the claims recite the element "to form the 
edge..." cited in the action. Nevertheless, at least "the projection" as generally 
recited in amended claims 22-24 is not commonly known because the configuration 
of the projection recited claim 14 ("the projection extends from the front edge in a 
direction of a closing motion of the movable roof element and defines an area..."), 
from which claims 22-24 depend, is not commonly known. The applicants 
respectfully request presentation of adequate evidence supporting the rejections 
based in part on claim recitations that are alleged to be "common knowledge in the 
art" or "commonly known." 

In light of the foregoing, it is believed that each of the pending claims is 
allowable over the cited references. The examiner is therefore solicited to 
reconsider and withdraw the outstanding rejections, and pass this application to 
issue. 

VII. Specification Objection 

The official action objects to the specification as failing to provide 
proper antecedent basis for the claimed subject matter, particulariy, claim 27. The 
applicants amend paragraph [0026] of the specification to include a description of 
elements that were present in original figures 3 and 5-7 to provide antecedent basis 
for the recitations of claim 27. Because the specification amendment describes 
elements that were present in the original figures, this amendment does not 
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introduce new matter. The applicants respectfully request that the specification 
objection be withdrawn. 

VIII. Response to Arguments 

The "Response to Arguments" portion of the August 21, 2008 official 
action states that "applicant apparently intends -stepped projection — in place of 
'angled projection' in claim 1 [14]." The applicants respectfully submit that no 
meaning other than the recitations of claim 14 as supported by the original 
specification, claims, and figures was intended. 

IX. Conclusion 

A prompt indication of allowability is solicited. Should the examiner 
wish to discuss the foregoing or any matter of form in an effort to advance this 
application toward allowance, he is urged to telephone the undersigned at the 
indicated number. 

September 30, 2008 Respectfuljy subnriitted. 



Andrew R. Smith 




Registration No. 62,162 
MARSHALL, GERSTEIN & BORUN LLP 
6300 Sears Tower 
233 South Wacker Drive 
Chicago, Illinois 60606-6357 
(312)474-6300 
Attorney for Applicants 
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